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REMARKS 

Claims 1-14 are pending in this application. Claims 1 and 2 have been herein canceled. 
Claims 3 and 5 have been herein amended. Claims 8-14 have been added. No new matter has 
been entered. 

Claim Rejections - 35 U.S.C. §102 

Claims 1, 2 and 5-7 are rejected under 35 U.S.C. § 102(e) as being anticipated by 
commonly assigned Tsujimoto et al. (U.S. Patent No. 6,689,245). 

With respect to claims 1, 2, 5(1) and 5(2) and claims 6 and 7 dependent therefrom, 
Applicants herein cancel claims 1, 2, 5(1) and 5(2). Applicants submit that this moots the 
rejection of these claims. 

However, Applicants respectfully disagree with the rejection of claims 5(3), 5(4) and 
claims 6 and 7 dependent therefrom, because not all of the claimed limitations are taught or 
suggested by the cited reference. 

Applicants note that Claim 5(3) requires the elements of claim 3, that is, a collecting 
means comprising a first collection unit for collecting an outer film area positioned at the outer 
side of the label, and a second collection unit for collecting an inner film area formed at the 
central area of the label. Claim 5(4) further requires the elements of claim 4, that is, wherein 
said second collection unit comprises a blowing means for blowing air to the inner film area, and 
a suction means for sucking said inner film area positioned at the opposite side of the blowing 
means. 
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Because the apparatus of Tsujimoto et al. does not contemplate a two-part label residue, it 
can not be reasonably said that Tsujimoto et al. teaches or suggests the elements of these claims. 

Therefore, because not all of the claimed limitations are taught or suggested by the cited 
reference, Applicants respectfully request withdrawal of the rejection of claims 5(3), 5(4) and 
claims 6 and 7. 

Claim Rejections - 35 U.S.C. S103 

Claims 1-7 are rejected under 35 U.S.C. § 102(e) as being unpatentable over Amo et al. 
(U.S. Patent No. 5,980,677) in view of Holbrook et al. (U.S. Patent No. 4,332,635). 

The Examiner admits that Amo et al. does not disclose a pre-cutting means for forming a 
label by making cuts on the film in accordance with the plane shape of the substrate, but asserts 
that Amo et al. discloses feeding the labels from a roll where they are pre-cut. The Examiner 
concludes that it would have been obvious that an alternative to cutting a label and storing it on a 
web for later use, as is done in Amo is to cut it and immediately use it, as is done in Holbrook et 
al. 

As noted above, claims 1, 2, 5(1) and 5(2) are canceled. 

However, Applicants respectfully disagree with the rejection of to claims 5(3), 5(4) and 
claims 6 and 7 dependent therefrom, because not all of the claimed limitations are taught or 
suggested by the cited reference. 

Applicants note that even if the cited references were properly combined, the cited 
references fail to teach or suggest all the claimed limitations. Applicants note that Amo et al. is 
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directed to a method of applying UV-curable adhesive to the plastic disc halves of a media disc. 
In the apparatus of Amo et al., the adhesive is releasably applied to a carrier belt in a disc patter, 
and is conveyed over a disk target where the adhesive-laden carrier is pressed to the disk 
substrate and then removed, transferring its adhesive onto a disc substrate. 

As noted above, present claim 5(3) requires the elements of claim 3, that is, a collecting 
means comprising a first collection unit for collecting an outer film area positioned at the outer 
side of the label, and a second collection unit for collecting an inner film area formed at the 
central area of the label. Claim 5(4) further requires the elements of claim 4, that is, wherein 
said second collection unit comprises a blowing means for blowing air to the inner film area, and 
a suction means for sucking said inner film area positioned at the opposite side of the blowing 
means. 

The cited reference does not disclose any means for collecting either an inner or an outer 
film area, because there are no film areas to collect. In the cited reference, once the adhesive is 
removed from its carrier, the intact carrier is simply conveyed to a winding roller 12. 

Regarding claim 4, the Examiner asserts that Holbrook et al. includes vacuum drum (36) 
for holding the labels on the drum and blowing means for removing labels not properly 
transferred. The Examiner concludes that it would have been obvious to include such features in 
the device of Amo in view of Holbrook et al. 

Applicants respectfully disagree with the rejection of to claims 5(3), 5(4) and claims 6 
and 7 dependent therefrom, because not all of the claimed limitations are taught or suggested by 
the cited reference. Holbrook et al. discloses an apparatus for applying labels to cylindrical 
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objects comprising a web having label stock thereon, a cutter for cutting the correct shape labels, 
and an applying section for applying the labels to a cylindrical object. Unlike the present 
invention, however, the waste trim portions of the label stock is passed over a tensioning bar 33 
and between a steel trim roller 34 and a rubber backup trim roller 35 to a discard-receiving bin. 
There is disclosed no collection unit such as the claimed collection unit comprising a blowing 
means for blowing air to the inner film area, and a suction means for sucking said inner film area 
positioned at the opposite side of the blowing means. Applicants note that the vacuum drum of 
Holbrook et al. is not part of a collection unit as claimed, rather it temporarily holds the already 
cut and shaped labels for heating just prior to application to a cylindrical object, where the 
adhesive between the label and the cylindrical object overcomes the simultaneously eliminated 
vacuum and displaces the label from the drum to the object. 

Therefore, Applicants respectfully request the withdrawal of the rejection against claims 
5(3), 5(4) and claims 6 and 7. 

Applicants further add a new claim set that is similar to the original claim set, but 
includes the limitation "wherein said motor of the feeding means is adapted to provide a 
predetermined feeding resistance so that the strip material is fed out while keeping a 
predetermined tension at a level such that the plane shape of the protective label thereon is 
maintained." Support for this limitation is found starting on page 12, line 17 of the specification. 
Applicants submit that this feature is not taught or suggested by the cited references, alone or in 
combination. 
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In view of the aforementioned amendments and accompanying remarks, Applicants 
submit that that the claims, as herein amended, are in condition for allowance. Applicants 
request such action at an early date. 

If the Examiner believes that this application is not now in condition for allowance, the 
Examiner is requested to contact Applicants' undersigned attorney to arrange for an interview to 
expedite the disposition of this case. 

If this paper is not timely filed, Applicants respectfully petition for an appropriate 
extension of time. The fees for such an extension or any other fees that may be due with respect 
to this paper may be charged to Deposit Account No. 50-2866. 



Respectfully submitted, 



Westerman, Hattori, Daniels & Adrian, LLP 




Kenneth H. Salen 



Attorney for Applicants 
Registration No. 43,077 
Telephone: (202) 822-1100 
Facsimile: (202) 822-1111 



KHS/cas 



Page 11 of 11 



